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1 . Claims 44-66 are presented for examination. 

2. Tlie specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required . 

3. The following lack antecedent basis in the specification : Original e-mail 
message and special e-mail address. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
mailing and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 44-66 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The specification set forth the following: " In the embodiment described herein of 
the present invention, when e-mail is received, a copy is typically forwarded to the 
customer's normal base address. A copy is also retained on the server, which is then 
analyzed by the MailFilter code routine on line 110." 

The specification fails to support forwarding ... the original e-mail message to an 
e-mail address of the recipient. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by anotlier filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 44,51,58-66 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Owens et al. (6,633,630). 

As to Claims 44,51 ,58, and 59, Owens taught the invention (claims 44,51 ,58, 59) 
as claimed (claim 44) including the steps for receiving, using a processing device, an 
original e-mail message; producing, using the processing device, a copy of the original 
e-mail message; storing, using a memory, the copy (col. 3, lines 43-46, col. 12, lines 9- 
12) forwarding, using the processing device, the original e-mail message to an e-mail 
address of a recipient of the original e-mail message (col. 3, lines 43-46, col. 12, lines 9- 
12), analyzing, using the processing device, the copy to determine if a content of the 
copy matches a criterion stored in the memory; and sending, using the processing 
device, an alert message if the content matches the criterion (col. 3, lines 47-49, col. 12, 
line 14-18).\ 

As to claim 60, Owens et al. taught analyzing a characteristic of the copy with 
specific message characteristics stored in memory (col. 1 1 , lines 62-66). 

As to claim 61 , Owens et al. taught the characteristic is located in sender 
information, subject line information, body information, or an attachment of the copy 
(col. 1 1 , lines 62-66, elements are listed in the alternative, only one must be shown). 

As to claim 62-63, Owens et al. taught the characteristic describes sender 
information, subject line information, body information, or an attachment of the copy 
(col. 1 1 , lines 62-66, elements are listed in the alternative, only one must be shown).. As 
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to claim 63 , tlie cliaracteristic identifies a size of tlie attacliment, it is directed to furtlier 
refinement of an unelected alternative. 

As to claims 64-65, Owens et al. taught the mobile device comprises a phone 
or paging device (col. 12, lines 13-17). 

As to claim 66, Owens et al. taught telephone menu system configured to allow 
performance of one or more of the following actions: logging in, identifying the e-mail 
message associated with the copy that matches the criterion, selecting from recorded 
options, and inputting information for forwarding the e-mail message associated with the 
copy that matches the criterion (col. 9, lines 38-60). 

Claims 45- 50 and 52-59 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Owens et al. as applied to claims 44 and 51 above, and further in view of Nielson 
etal. (6,108,688). 

As to claims 45 and 52 Owens et al. taught producing, using the processing 
device, a new record for a first table stored in the memory; and sending, using the 
processing device, a pager message for the new record for the first table (Owens et al. 
taught and sending a pager message Figure 8, col. 12, lines 13-18, . Nielson et al. 
taught creating a record for a message Nielson et al. suggested using message id to 
allow for individual access and tracking of the messages in a database col. 3, lines 35- 
55 , would have been obvious to combine these teachings as both are directed to E- 
mail systems . 
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As to claims 46 and 53 , tlie alert message includes a unique identifier 
associated with the recipient (Owens et al. taught sending an alert (col. 12, lines 13-17, 
Nielson et al. suggested using message id to allow for individual access and tracking of 
the messages col. 3, lines 35-55 , would have been obvious to combine these teachings 
as both are directed to E-mail systems . 

As to claims 47 and 54, Nielson et al. taught using the identifier as a lookup tool 
receiving, using the processing device, the unique identifier and a request for the copy; 
and sending, using the processing device, the copy (Nielson et al. taught using the 
identifier as a lookup tool receiving , Owens et al. taught requesting copy (col. 13, lines 
46-48). 

As to claims 48 and 55, Owen et al. taught the copy comprises an e-mail 
message and the sending the copy comprises sending, using the processing device, the 
e-mail message to a special e-mail address (Col. 9, lines 9-12, Owens et al. taught 
redirecting to any e-mail address which would included a special e-mail address). 

As to claims 49 and 56, Owen et al. taught sending the copy comprises a 
facsimile message and the sending the copy comprises sending, using the processing 
device, the facsimile message to a telephone number associated with a facsimile 
machine (col. 12, lines 19-22). 

As to claims 50 and 57 , are rejected for the same rationale as claims 45 and 52, 
and 49 and 56, claim appears to create a table for fax message the same as claims 45 
and 52 perform for pager messages. 
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4. Applicant's amendnnent necessitated tlie new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Larry Donaghue whose telephone number is (571)272- 
3962. The examiner can normally be reached on Monday-Friday 9:00 -6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on 571-272-1915. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Larry Donaghue/ 

Primary Examiner, Art Unit 2454 



